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THE REPLY FILED 07 November 2007 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1. M The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 

this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or 
(3) a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the 
following time periods: 

a) ^ The period for reply expires3jnonths from the mailing date of the final rejection. 

b) n The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichelaSeis In no 

event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAfcED WITHIN TWO 

MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee have 
been filed is the date for purposes odletermining the period of extension and the corresponding amount of the fee. The appropriate extension fee under 37 
CFR 1 .17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final OffiOB^oti (2) as set forth in (b) 
above, if checked. Any reply received by the Office. later than three months after the mailing date of the final rejection, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
NOTICE OF APPEAL 

2. [ZjThe Notice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date 

of filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37( e)), to avoid dismissal of the appeal. 
Since a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 
AMENDMENTS 

3. □ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) CH They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) CII They raise the issue of new matter (see NOTE below); 

(c) \3 They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) Q They present additional claims without canceling a corresponding number o f finally rejected claims. 

NOTE: .(See 37 CFR 1.116 and 41.33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. □ Applicant's reply has overcome the following rejections ): . 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling 

the non-allowable claim(s). 

7. □ For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) □ will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. [ 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. ^ The affidavit or other evidence filed after a final acti on, but before or on the date of filing a Notice of Appeal will not be entered j 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary | 
and was not earlier presented. See 37 CFR 1.116(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1). 

10. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

11-13 Tne request for reconsideration has been considered but does NOT place the application in condition for allowance because: 
see attached sheet 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08) Paper No(s). 

13. M Other: 892 form, attached . 
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Applicant's argument that the present invention is allowable over the prior art of record 
because Higashi's teaching of RE level up to 10wt% does not overlap/teaches away from the 
instantly claimed RE total of >10wt% has not been found persuasive. A prima facie case of 
obviousness exists where the claimed ranges and prior art ranges do not overlap but are close 
enough that one skilled in the art would have expected them to have the same properties. 
Titanium Metals Corp. of America v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). 
The maximum amount of RE elements taught by Higashi of 10wt% is held to be a close 
approximation of the claimed level of 'greater than 10.0% by weight' . 

Once a reference teaching product appearing to be substantially identical is made the basis of a 
rejection, and the examiner presents evidence or reasoning tending to show inherency, the 
burden shifts to the applicant to show an unobvious difference . H [T]he PTO can require an 
applicant to prove that the prior art products do not necessarily or inherently possess the 
characteristics of his [or her] claimed product. Whether the rejection is based on inherency' 
under 35 U.S.C. 102, on prima facie obviousness' under 35 U.S.C. 103, jointly or alternatively, 
the burden of proof is the same, and its fairness is evidenced by the PTO's inability to 
manufacture products or to obtain and compare prior art products ." In re Best, 562 F.2d 1252, 
1255, 195 USPQ 430, 433-34 (CCPA 1977)), see MPEP 2112. Applicant has not clearly shown 
an unobvious difference between the instant invention and the prior art's product. 

Applicant's argument that the present invention is allowable over the prior art of record 
because EP'91 1 does not specify the addition of at least one minor alloy element of Cu, Zn, Ag,. 
Mg, Sn, Ti, Co, or Ca; has not been found persuasive. The examiner notes that the instant 
markush-type group (cl. 1, 10) is improper, and it is unclear what elements are included in the 
markush-type group of instant claim 1 and 10 due to the use of "comprising" in claim 1 line 10, 
claim 10 line 8. Additionally, EP'91 1 does not specify the addition of at least one minor element 
such as Mg (or Cu, Zn, Ag, Mg, Sn, Ti, Co, Ca) in claims 1, 3, 10, 12, 27, the instant claims do 
not recite a minimum amount of said element(s), and therefore inevitable impurity amounts of 
said element(s), inherently expected in the prior art, are held to meet said claim limitation. 
Applicant requested the examiner provide proof that said element(s) are expected impurities, the 
examiner points to "Aluminum and Aluminum Alloys" p 639, which characterizes the purity of 
aluminum alloys, and discusses the impurity concentrations of zone-refined aluminum (highly 
pure, much higher purity than normal commercial grade aluminum), which includes minor 
amounts of each of the claimed markush-type group of Cu, Zn, Ag, Mg, Sn, Ti, Co, and Ca 
(Table 1, etc). 
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